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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
TRADEMARK TRIAL AND APPEAL BOARD  

---------------------------------------------------------  
 : 
Cartier International N.V., Cartier, NA.,     : Cancellation No. 92051639                                         
Petitioners and : 
Counterclaim Registrant, :  Reg. No. 3,143,180 
 : Mark:  LOVEMARK  
               v. :          
 : 
Stuckey Diamond, Inc.  : 
Registrant and : 
Counterclaim Petitioner : 
---------------------------------------------------------        

 

 

REGISTRANT’S ANSWER TO PETITION FOR CANCELLATION,  
AFFIRMATIVE DEFENSES and COUNTERCLAIM S 

 Registrant, Stuckey Diamond, Inc. (“Registrant”), herewith Answers the Petition for 

Cancellation filed by Cartier International N.V. and Cartier, division of Richemont N.A., Inc., 

(“Petitioners”) seeking cancellation of the LOVEMARK trademark, U.S. Trademark 

Registration No. 3,143,180 used in connection with “loose diamonds and finished jewelry 

incorporating diamonds” in class 14, registered on September 12, 2006, pleads and avers as 

follows: 

 

1. Registrant is without knowledge or information sufficient to form a belief as to 

the truth of the allegations of paragraph 1 of the Petition for Cancellation and, therefore, denies 

the allegations.   

 

2. Registrant is without knowledge or information sufficient to form a belief as to 

the truth of the allegations of paragraph 2 of the Petition for Cancellation and, therefore, denies 

the allegations.  It is specifically denied that Petitioners are the owner of the U.S. Trademark 
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Registration No. 3,637,776.  To the extent that Petitioners rely or intend to rely on documents 

which are of public record in this matter, the documents speak for themselves. 

 

3. Registrant is without knowledge or information sufficient to form a belief as to 

the truth or veracity of the allegations of paragraph 3 of the Petition for Cancellation and, 

therefore, denies the allegations.  To the extent that Petitioners rely or intend to rely on 

documents which are of public record in this matter, the documents speak for themselves. 

 

4. Registrant is without knowledge or information sufficient to form a belief as to 

the truth or veracity of the allegations of paragraph 4 of the Petition for Cancellation and, 

therefore, denies the allegations.  To the extent that Petitioners rely or intend to rely on 

documents which are of not of public record in this matter, strict proof is demanded. 

 

5. Registrant is without knowledge or information sufficient to form a belief as to 

the truth or veracity of the allegations of paragraph 5 of the Petition for Cancellation and, 

therefore, denies the allegations of paragraph 5.   

 
6. Admitted in part, denied in part.  It is admitted that Registrant proposes to use 

(and has used) the mark LOVEMARK in connection with diamonds and jewelry.  The remaining 

allegations of paragraph 6 are denied. 

 

7. Denied. 

 

8. Denied. 

 

FIRST AFFIRMATIVE DEFENSE  

9.  The Petition for Cancellation fails to state a claim upon which relief can be 
granted. 
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SECOND AFFIRMATIVE DEFENSE  
 

10. Upon information and belief, Registrant pleads the affirmative defense of 

acquiescence. 

 

THIRD AFFIRMATIVE DEFENSE  

11. Upon information and belief, Registrant pleads the affirmative defense of 

estoppel. 

 

FOURTH AFFIRMATIVE DEFENSE  

12. Upon information and belief, Registrant pleads the affirmative defense of 

abandonment. 

 

FIFTH AFFIRMATIVE DEFENSE  

13.  Upon information and belief, Registrant pleads the affirmative defense of waiver. 
 

SIXTH AFFIRMATIVE DEFENSE  
 

14. There is no likelihood of confusion, mistake or deception of the purchasing public 

between Petitioners’ pleaded marks and Registrant's mark when considered in their entireties.  

Registrant's mark is different from Petitioners’ pleaded marks visually, phonetically and 

conceptually. 

 
SEVENTH AFFIRMATIVE DEFENSE  

 
15. There is no likelihood of confusion, mistake or deception because Petitioner's 

pleaded mark and Registrant's mark are encountered in the marketplace by sufficiently 

sophisticated purchasers who deliberate about purchasing relatively costly items such as jewelry 

and diamonds.  
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EIGHTH AFFIRMATIVE DEFENSE  

 

16. Registrant’s pleaded alleged trademark LOVE BRACELET is at best merely 

descriptive of the goods with which the mark is used and as such is a weak trademark.  The 

strength of a mark is a factor to be considered in a likelihood of confusion analysis and a weak 

trademark is entitled to only to minimal protection, if at all. 

 

NINTH AFFIRMATIVE DEFENSE  

 

17. Registrant lacks standing to assert any rights in U.S. Reg. No. 3,637,776. 

 

TENTH AFFIRMATIVE DEFENSE  

 

18. Registrant’s pleaded alleged trademark LOVE BRACELET has become the 

generic name of the goods with which the mark is used.  LOVE BRACELET is the equivalent of 

“friendship ring”, “charm bracelet” and “wedding band” in that they are all the generic names for 

the goods with which those terms are used.  

 

ELEVENTH AND TWELFTH AFFIRMATIVE DEFENSES  

 

19. Upon information and belief, Registrant pleads the affirmative defenses of 

unclean hands and fraud.  Upon information and belief, prior to filing the trademark application 

for LOVE (Stylized), the applicant therein possessed actual knowledge of numerous third party 

registrations which contained various formatives of the term “love” used in connection with 

related or identical goods and yet applicant therein claimed in that application, in pertinent part, 

“ to the best of his/her knowledge and belief no other person, firm, corporation, or association has the 

right to use the mark in commerce, either in the identical form thereof or in such near resemblance 

thereto as to be likely, when used on or in connection with the goods/services of such other person, to 

cause confusion, or to cause mistake, or to deceive” and applicant therein did not identify any other 
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registration and now seeks to wrongfully assert its purported rights to “LOVE” claiming that it alone 

has the exclusive right to the term used in connection with goods in International Class 14. 

 

COUNTERCLAIMS AND PETITION FOR CANCELLATION  

 

          NOW COMES Stuckey Diamond, Inc. (hereinafter "Counterclaim Petitioner"), a company 

organized and existing under the laws of the State of Texas with a place of business located at 

952 Echo Lane, Houston Texas which believes that it is or will be damaged by the above-

identified registration, and hereby petitions to cancel the same pursuant to Section 14 of the 

Trademark Act of 1946 (the "Trademark Act"), as amended, 15 U.S.C. Section 1064. Grounds 

for cancellation are set forth below: 

 

20. Counterclaim Petitioner is the owner of U.S. Reg. No. 3143180 and pending 

application serial number 77/716264 for LOVEMARK (stylized) and offers the well-regarded 

and popular LOVEMARK trademark brand of diamonds and jewelry through a wide variety of 

wholesale and retail marketing channels in the United States in International Class 14.   

 

21. Counterclaim Petitioner has been manufacturing and distributing LOVEMARK 

branded loose diamonds and finished jewelry incorporating diamonds in the United States since 

at least as early as August 2004. 

 

22. Counterclaim Petitioner's LOVEMARK trademarks have become well-known and 

famous throughout the United States by virtue of significant sales of goods bearing Counterclaim 

Petitioner's LOVEMARK trademark and Counterclaim Petitioner's significant marketing, 

advertising and promotional efforts and expenditures in connection with Counterclaim 

Petitioner's LOVEMARK trademark. 

 

23. Upon information and belief Cartier International N.V., (“Counterclaim 

Registrant”) is a Limited Liability Company duly organized and existing under the laws of the 

Netherlands Antilles, with a principal place of business at Scharlooweg, 33 Curaçao, Netherlands 
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Antilles ("Cartier International") and Cartier, division of Richemont North America, Inc., a 

corporation duly organized and existing under the laws of the State of Delaware, with a principal 

place of business at 653 Fifth Avenue, New York, NY 10022 (collectively "Cartier NA") .  

 

24. Cartier NA is the Petitioner for Cancellation of U.S. Registration No. 3,143,180 

for the mark LOVEMARK used in connection with “loose diamonds and finished jewelry 

incorporating diamonds” in class 14, registered on September 12, 2006, in Cancellation No. 

92051639. 

 
25. Cartier NA is the reported owner of U.S. Trademark Reg. No. 1,005,286 for 

“LOVE BRACELET. 

 
26. Cartier NA claims to be the purported owner of U.S. Trademark Registration No. 

3,637,776 for “LOVE” (stylized). 

 
27. Counterclaim Petitioner herein brings the instant cancellation action to cancel 

both U.S. Trademark Reg. No. 1,005,286 for “LOVE BRACELET and U.S. Trademark 

Registration No. 3,637,776 for “LOVE” (stylized) as its counterclaims to Cancellation No. 

92051639.  

 

 
FIRST COUNTERCLAIM  FOR CANCELLATION - GENERICNESS 

 
28. The allegations of paragraphs 1 through 27 are incorporated as if fully set forth 

herein. 

 

29. Counterclaim Registrant claims to have exclusive rights in the alleged mark 

LOVE (and variations thereof) used in connection with jewelry since at least as early as 1970.  

 

30. In respect to U.S. Trademark Reg. No. 1,005,286, for LOVE BRACELET 

Counterclaim Registrant has disclaimed the term “BRACELET”, apart from the mark as shown. 
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31. A trademark loses its trademark significance when it becomes the generic term for 

the goods with which the mark is used. 

 
32. The attached Google searches using the terms “LOVE” and “BRACELET”, 

excluding the term “CARTIER” shows over 4,710,000 results for “love bracelet – Cartier” (i.e. 

“love bracelet” and “not Cartier”). 

 
33. These results, attached collectively as Exhibit A show, inter alia, that numerous 

different retailers and suppliers sell products which are currently identified as being, in whole or 

in part, a “LOVE BRACELET” . 

 
34. For example, Overstock.com, Target, B2CStock.com, Macy’s, Gettington.com, 

Buy.com and J.C. Penny all market and sell products identified in the product descriptions as 

being, in pertinent part, a LOVE BRACELET. 

 
35. Additionally, there are over a dozen other retailers which advertise or sell 

bracelets which are identified, in pertinent part, as a LOVE BRACELET, including but not 

limited to “Promise of Love Bracelet”, “Turquoise Bumpy Love Bracelet”, Peace Joy Love 

Bracelet”, “Diamond and Enamel Love Bracelet”, “Interlocking Love Bracelet”, “Energy Muse 

Love Bracelet”, “Dear Daughter Letter of Love Bracelet”, “Live Laugh Love Bracelet” “ Lucky 

Brand Watch, Women's Love Bracelet”, “Faith Hope Love Bracelet”, “14k Tri Color Gold Love 

Bracelet” “1/4 Carat Diamond 10k Yellow Gold 'XOXO' Love Bracelet” and “ Swarovski Love 

Bracelet”.  

 
36. Even from a cursory examination of these search results, it is abundantly clear 

that Counterclaim Registrant’s LOVE BRACELET is totally devoid of any trademark 

significance and that LOVE BRACELET is or has become the generic name for the goods with 

which the mark is used, namely, a type of bracelet, often also bearing a message of affection 

and/or the word LOVE. 
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SECOND COUNTERCLAIM  FOR CANCELLATION  
“ LOVE BRACELET ” - FAILS TO FUNCTION AS A TRADEMARK  

 
37. The allegations of paragraphs 1 through 36 are incorporated as if fully set forth 

herein. 

 

38. In addition to numerous retailers and wholesalers that market and sell “LOVE 

BRACELETS” many also sell these bracelets with the words “love” inscribed or otherwise 

imprinted thereon. 

 
39. The word “love”  also often appears on this jewelry with other general terms of 

goodwill such as “live”, “hope”, “faith”, ”life”, “peace” and ”laughter”. 

 
40. To the extent that numerous third parties use “love” either alone or in combination 

with one or more other terms for similar if not identical products, Counterclaim Registrant’s 

claim to the exclusive use of “LOVE” (stylized) must fail or be strictly limited to the narrow 

stylized presentation shown in U.S. Registration No. 3,637,776. 

 
41. In respect to U.S. Trademark Reg. No. 1,005,286 for “LOVE BRACELET” the 

designation “love”  at issue is not being used as nor does it function as a trademark but rather it is 

mere ornamentation that does not serve to perform a trademark function or serves to identify the 

source of the merchandise to the customers. 

 
42. Inasmuch as U.S. Trademark Reg. No. 1,005,286 for “LOVE BRACELET” does 

not function as a trademark it is therefore not a valid trademark and should be cancelled. 

 

COUNTERCLAIM FOR CANCELLATION  
“LOVE (stylized)” - FAILS TO FUNCTION AS A TRADEMA RK 

 

43. The allegations of paragraphs 1 through 42 are incorporated as if fully set forth 

herein. 
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44. In addition to numerous retailers and wholesalers that market and sell “LOVE 

BRACELETS” many also sell these bracelets with the words “love” inscribed or otherwise 

imprinted thereon. 

 
45. The word “l ove”  also often appears on this jewelry with other general terms of 

goodwill such as “live”, “hope”, “faith”, ”life”, “peace” and ”laughter”. 

 
46. To the extent that numerous third parties use “love” either alone or in combination 

with one or more other terms for similar if not identical products, Counterclaim Registrant’s 

claim to the exclusive use of “LOVE” (stylized) must fail or be strictly limited to the narrow 

stylized presentation shown in U.S. Registration No. 3,637,776. 

 
47. In respect to U.S. Trademark Reg. No. 3,637,776 for “LOVE” (stylized) the 

designation “love”  at issue is not being used as nor does it function as a trademark but rather it is 

mere ornamentation that does not serve to perform a trademark function or serves to identify the 

source of the merchandise to the customers. 

 
48. Inasmuch as U.S. Trademark Reg. No. 3,637,776 for “LOVE” (stylized) does not 

function as a trademark it is therefore not a valid trademark and should be cancelled. 

 

 WHEREFORE , Counterclaim Petitioner believes that it is damaged by the continued 

registration of U.S. Registration No. 1,005,286 and prays that the registration for Counterclaim 

Registrant’s mark be cancelled and for such other and further relief as the Trademark Trial and 

Appeal Board deems appropriate. 

 

 Counterclaim Registrant requests that all communications be directed by mail to, Robert 

F. Zielinski, 1518 Walnut Street, Suite 1706, Philadelphia, PA, 19102; by email to 

RFZielinski@rfzlaw.com with a copy to trademarks@rfzlaw.com; or by facsimile to 215-731-

9104. 
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 Payment of the $300 fee as required under CFR § 2.6(a)(16) is enclosed herewith by 

electronic submission.  Registrant authorizes any underpayment or other required fees to be 

charged to deposit account 50-4849.   

Respectfully submitted, 
 
 

Date:      December 1, 2009            
Robert F. Zielinski  

   ______________________________ 

 
Law Offices of Robert F. Zielinski, LLC 
1518 Walnut Street  
Suite 1706 
Philadelphia, PA 19102  
Phone 215-731-9100  
Fax 215-731-9104  
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CERTIFICATE  OF SERVICE 

 This is to certify that a copy of the within APPLICANT’S ANSWER TO 

NOTICE OF CANCELLATION, AFFIRMATIVE DEFENSES AND COUNTERCLAIMS was 

served by mailing a copy thereof by First Class Mail, postage prepaid, this 1st day of December, 

2009 to Counsel for Petitioners of record as follows: 

Caroline G. Boehm 
Kalow & Springut LLP  

488 Madison Avenue, 19th Floor  
New York, NY 10022 

 

      ________________________________ 
       Laura C. Forrest 
 

 




































































































